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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-7, 17, 21-24 and 34-35 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sanctis et al. (US 2005/0131837 hereafter, Sanctis). 

Regarding claim 1 , Sanctis teaches a method for advertising on a mobile device 
comprising storing an advertisement on a mobile device (Fig. 2 [50, 52, 56, & 58]), 
initiating a wireless communication involving the mobile device (Fig. 2 [58]) and 
presenting the advertisement on the mobile device during at least a portion of the 
wireless communication. (Fig. 3 and Page 6 [0044-0047]) 

Regarding claim 2, Sanctis teaches downloading the advertisement to the mobile 
device over a wireless interface. (Fig. 1 [26] and Fig. 2 [58]) 

Regarding claim 3, Sanctis teaches the wireless communication comprises a 
download of data to the mobile device. (Fig. 3 [74] and Page 6 [0051]) 

Regarding claim 4, Sanctis teaches the download of data comprises data used 
by an application running on the mobile device. (Page 6 [0051]) 
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Regarding claim 5, Sanctis teaches the application comprises a Binary Runtime 
Environment for Wireless (BREW) application. (Page 5 [0040]) 

Regarding claim 6, Sanctis teaches the download of data comprises an 
application file. (Page 6 [0051]) 

Regarding claim 7, Sanctis teaches presenting the advertisement on the mobile 
device comprises presenting the advertisement during a delay period, with the delay 
period representing a time during which the download of data occurs. (Page 8 [01 14]) 

Regarding claim 17, Sanctis teaches an article comprising a machine-readable 
medium storing instructions causing one or more processors to perform operations (Fig. 
1 [10, 11 & 13]) comprising receiving an indication of a wireless data communication 
involving a mobile device and presenting an advertisement on the mobile device during 
the wireless communication. (Fig. 2 [52, 56, 58] and Page 5 [0037]) 

Regarding claim 21, Sanctis teaches the indication of a wireless data 
communication is received from an application running on the mobile device. (Fig. 3) 

Regarding claim 22, Sanctis teaches the application initiates the wireless data 
communication. (Page 5 [0037-0038]) 

Regarding claim 23, Sanctis teaches the wireless data communication involves 
data needed by the application to perfomn an operation requested by a user of the 
mobile device. (Page 4 [0033-0035]) 

Regarding claim 24, Sanctis teaches the application runs on a Binary Runtime 
Environment for Wireless platform. (Page 5 [0040]) 
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Regarding claim 34, Sanctis teaches a method of advertising on a mobile device 
comprising storing one or more advertisements on a mobile device (Fig. 2 [50, 52, 56, & 
58]), initiating a wireless communication session involving the mobile device (Fig. 2 
[58]), and presenting one or more of the advertisements on the mobile device during a 
period of delay in the wireless communication session. (Fig. 3 and Page 6 [0044-0047]) 

Regarding claim 35, Sanctis teaches comprising downloading an advertisement 
to the mobile device over a wireless interface. (Fig. 1 [26] and Fig. 2 [58]) 

Claim Rejections • 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 8-16, 18-20, 25-28, 30-33 and 36-39 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Sanctis in view of Hamano et al. (US 2002/0166127 
hereafter, Hamano). 

Regarding claim 8, Sanctis teaches determining that the stored advertisement 
has expired and not showing the advertisement. (Page 8 [0099-0101]) Sanctis differs 
from the claimed invention by not mentioning sending a notification of the expiration in 
response to determining the ad expirated, but mentions notifying the operator (server) if 
the advertisement Is not shown. (Page 8 [0101]) However, Hamano teaches a system 
and method for providing advertisements to a wireless terminal that includes 
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determining if the advertisement has expired and updating the advertisement if required. 
(Fig. 2, Page 2 [0028] and Page 3 [0033]) At the time the invention was made, it would 
have been obvious to one of ordinary skill in the art to incorporate the checking of an 
expiration date and updated if required of Hamano into the method of advertising of 
Sanctis. One of ordinary skill in the art would have been motivated to do this since it 
allows the viewer to see the most current and accurate advertisement available and 
eliminates false hopes that can occur if an expired ad is viewed. (Page 3 [0033]) 

Regarding claim 9, Sanctis in view of Hamano teaches the notification comprises 
a request for a new advertisement. (Hamano Page 2 [0028] and Fig. 2) 

Regarding claim 10, Sanctis in view of Hamano teaches the stored 
advertisement has expired based on at least one of an expiration time and a number of 
times the advertisement is presented. (Hamano Page 2 [0028] and Page 3 [0033]) 

Regarding claim 11, Sanctis in view of Hamano teaches the notification 
comprises a request for a new expiration time. (Hamano Page 3 [0032-0033]) 

Regarding claim 12, Sanctis in view of Hamano teaches receiving a new 
advertisement in response to the notification. (Hamano Fig. 2, Page 2 [0028] and Page 
3 [0032-0033]) 

Regarding claim 13, Sanctis in view of Hamano teaches receiving at least one of 
an expiration time for the new advertisement and an assigned number of times to 
present the new advertisement. (Hamano Fig. 2, Page 2 [0028], Page 3 [0032-0033] 
and Page 6 [Claim 12]) 



Application/Control Number: 1 0/809.922 Page 6 

Art Unit: 2643 

Regarding claim 14, Sanctis in view of IHamano teaclies displaying images and 
websites from the Internet (Hamano Page 1 [0009]), which obviously includes the ability 
to view bitmaps. 

Regarding claim 15, Sanctis in view of Hamano teaches displaying images and 
websites from the internet (Hamano Page 1 [0009]), which obviously includes the ability 
to display advertisements consisting of bitmaps comprising multiple frames shown in a 
sequential order. 

Regarding claim 16, Sanctis in view of Hamano teaches monitoring at least one 
of a number of times the stored advertisement is presented and a frequency that the 
stored advertisement is presented. (Hamano Page 6 [Claim 12]) 

Regarding claim 18, Sanctis teaches detennining that the stored advertisement 
has expired and not showing the advertisement. (Page 8 [0099-0101]) Sanctis teaches 
notifying the operator (server) if the advertisement is not shown (Page 8 [0101]), but 
differs from the claimed invention by not mentioning sending a notification of the 
expiration in response to determining the ad expired. However, Hamano teaches a 
system and method for providing advertisements to a wireless terminal that includes 
determining if the advertisement has expired and updating the advertisement if required. 
(Fig. 2, Page 2 [0028] and Page 3 [0033]) At the time the invention was made, it would 
have been obvious to one of ordinary skill in the art to incorporate the checking of an 
expiration date and updated if required of Hamano into the method of advertising of 
Sanctis. One of ordinary skill in the art would have been motivated to do this since it 
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allows the viewer to see the most current and accurate advertisement available and 
eliminates false hopes that can occur if an expired ad is viewed. (Page 3 [0033]) 

Regarding claim 19, Sanctis in view of Hamano teaches the stored 
advertisement has expired based on at least one of an expiration time and a number of 
times the advertisement is presented. (Hamano Page 2 [0028] and Page 3 [0033]) 

Regarding claim 20, Sanctis in view of Hamano teaches the notification 
comprises a request for a new expiration time (Hamano Page 3 [0032-0033]) and a 
request for a new advertisement. (Hamano Fig. 2, Page 2 [0028] and Page 3 [0032- 
0033]) 

Regarding claim 25, Sanctis in view of Hamano teaches receiving responses 
from the mobile terminals regarding purchasing requests (Sanctis Page 9 [0117]) and 
feedback infomriation (Hamano Page 6 [0066]), which obviously allows the service 
provider to create, maintain and analyze statistical information regarding success rates 
of advertisements because their success rate would be the best selling point for getting 
new customers. An example can be seen In Fig. 5 of Patent Application US 
2002/0128908 to Levin et al. 

Regarding claim 26, Sanctis teaches a communication system comprising a 
wireless telecommunications network operable to support communications with mobile 
devices (Fig. 1 [8, 22, 26 & 30]), a central advertising server in communication with the 
wireless telecommunication network (Fig. 1 [12]) and adapted to store advertisements 
for presentation on mobile devices during wireless data communications that cause a 
delay on the mobile devices. (Fig. 1 [14, 16 & 18] & Page 8 [0114]) Sanctis teaches 



Application/Control Number: 10/809,922 Page 8 

Art Unit: 2643 

notifying the operator (server) if the advertisement is not shown (Page 8 [0101]), but 
differs from the claimed invention by not mentioning receiving a request for a new 
advertisement. However, Hamano teaches receiving a request for a new advertisement 
from an advertising application on a mobile device, determining in a new advertisement 
is available and transmitting the new advertisement to the mobile device. (Fig. 2, Page 
2 [0028] and Page 3 [0033]) At the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to incorporate the receiving a request for a new 
advertisement of Hamano into the method of advertising of Sanctis. One of ordinary 
skill in the art would have been motivated to do this since it allows the viewer to see the 
most current and accurate advertisement available and eliminates false hopes that can 
occur If an expired ad Is viewed. (Page 3 [0033]) 

Regarding claim 27, Sanctis in view of Hamano teaches receiving responses 
from the mobile tenninals regarding purchasing requests (Sanctis Page 9 [0117]) and 
feedback information (Hamano Page 6 [0065]), which obviously allows the service 
provider to create, maintain and analyze statistical infonnatlon regarding success rates 
of advertisements because their success rate would be the best selling point for getting 
new customers. An example can be seen In Fig. 5 of Patent Application US 
2002/0128908 to Levin et al. 

Regarding claim 28, Sanctis in view of Hamano teaches the statistics relating to 
advertisements include at least one of a number of times the advertisements have been 
presented on mobile devices, a number of presentations that have been assigned to 
mobile devices, a number of requested presentations for each advertisement and an 
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expiration time for each advertisement. (Hamano Fig. 2, Page 2 [0028] and Page 3 
[0032-0033]) 

Regarding claim 30, Sanctis in view of Hamano teaches the central advertising 
server (Sanctis Fig. 1 [10 & 12]) assigns an expiration time for the selected new 
advertisement and transmits the assigned expiration time to the mobile device. 
(Hamano Fig. 2, Page 2 [0028] and Page 3 [0032-0033]) 

Regarding claim 31, Sanctis in view of Hamano teaches the central advertising 
server is adapted to select the new advertisement according to a priority weighting 
procedure. (Hamano Page 4 [0042] & Page 6 [Claim 12]) 

Regarding claim 32, Sanctis in view of Hamano teaches the priority weighting 
procedure relates to at least one of a remaining number of requested presentations for 
each advertisement and a time remaining until an expiration time for each 
advertisement. (Hamano Page 3 [0032-0033], Page 4 [0042] & Page 6 [Claim 12]) 

Regarding claim 33, Sanctis in view of Hamano teaches the central advertising 
server (Sanctis Fig. 1 [10 & 12]) can determine if a new expiration time for a current 
advertisement is available if at least one new advertisement is not available and 
transmit a new expiration time for the current advertisement if a new expiration time for 
the current advertisement is available. (Hamano Page 2 [0028], Page 3 [0032-0033], 
page 4 [0042] & Page 6 [Claim 12]) 

Regarding claim 36, Sanctis teaches the limitations of claim 34 above, but differs 
from the claimed invention by not mentioning the period of delay comprises a time 
during which a download of data occurs. However, Hamano teaches the period of delay 
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comprises a time during which a download of data occurs. (Page 3 [0037]) At the time 
the invention was made, it would have been obvious to one of ordinary skill in the art to 
incorporate the delay of Hamano into the method of advertising on a mobile device of 
Sanctis. One of ordinary skill in the art would have been motivated to do this since 
when data is being downloaded, a user has no choice but to wait for the desired 
program to begin which would be a perfect time to view an advertisement. (Page 3 
[0037]) 

Regarding claim 37, Sanctis in view of Hamano teaches determining one or more 
of the stored advertisements have expired and sending a notification of the expiration in 
response to the determination. (Hamano Fig. 2, Page 2 [0028] and Page 3 [0032- 
0033]) 

Regarding claim 38, Sanctis in view of Hamano teaches the notification 
comprises a request for a new advertisement. (Hamano Page 2 [0028] and Fig. 2) 

Regarding claim 39, Sanctis in view of Hamano teaches the determination that 
the stored advertisement has expired is based on at least one of an expiration time and 
a number of times the advertisement is presented. (Hamano Fig. 2, Page 2 [0028] and 
Page 3 [0032-0033]) 

5. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sanctis 
in view of Hamano as applied to claim 26 above, and further in view of Donian et al. (US 
2004/0003398 hereafter, Donian). 

Regarding claim 29, Sanctis in view of Hamano teaches a method of advertising 
on mobile devices that includes an advertising server (Sanctis Fig. 1 [10 & 12]), but 
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differs from the claimed invention by not mentioning assigning a number of 
presentations for selected new advertisement and transmit the assigned number to the 
mobile device. However, Donian teaches assigning a number of presentations for the 
selected advertisement and transmit the number to the mobile device. (Page 1 1 [0147]) 
At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to incorporate the assignment of a number of viewings for the ad of Donian 
into the method of advertising on mobile devices of Sanctis in view of Hamano. One of 
ordinary skill in the art would have been motivated to do this since viewing the same ad 
multiple times can have the opposite effect and create a negative opinion about the 
advertised product. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• US 2002/0128908 to Levin et al. regarding a system for conducting user-specific 
promotional campaigns using multiple communications device platforms. 

• US-6, 373,498 to Abgrall regarding displaying images during boot-up and 
shutdown. 

• US-6,381,465 to Chern et al. regarding a system and method for attaching an 
advertisement to an SMS message for wireless transmission. 

• US 2001/0032193 to Ferber regarding a system and method for transmission of 
advertising to wireless devices. 

• US 2002/0004855 to Cox et al. regarding systems, methods and computer 
program products for facilitating display of content within application programs 
executing on electronic devices. 
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• US 2004/0117255 to Nemirofsky et al. regarding an interactive electronic 
commerce and message interchange system featuring deleivery of messages 
tailored to Individual users. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew C. Sams whose telephone number is (571)272- 
8099. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (571)272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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